
United States FKtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/745,708 



12/21/2000 



Yingjian Chen 



60421.304201 



9542 



32112 7590 06/30/2003 

INTELLECTUAL PROPERTY LAW OFFICE 
1901 S. BASCOM AVENUE, SUITE 660 
CAMPBELL, CA 95008 



EXAMINER 



BEACHAM, CHRISTOPHER R 



ART UNIT 



PAPER NUMBER 



2653 

DATE MAILED: 06/30/2003 



[V 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Application No. Applicant(s) 

09/745,708 CHEN ETAL 

Examiner Art Unit 

Christopher R. Beacham 2653 
The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 25 April 2003 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-8 and 17-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-8 and 17-19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) Q The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attach ment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) D Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 

U.S. Patent and Trademark Office " ~ 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 1 0 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

1. Claims 1-8, and 17-19 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Heim et al. (US 5,935,644). 

2. Regarding claim 1, Heim et al. show a disk drive write head comprising: 
a bottom pole 152: 

a write gap layer 76 on said bottom pole 152; 

a coil 146 on said write gap layer 76; 

a photoresist insulation layer 12 on said coil 146; 

an insulation shell layer 13 on said photoresist insulation layer 12; and 

a top pole 154 on said insulation shell layer 13 (see Figure 13). 

3. Regarding claim 3, Heim et al. teach the insulation shell layer is formed from 
materials chosen from the group consisting of dielectric materials, AI2O3, AIN, AION, 
Si0 2 , Si 3 N 4 , Ta 2 0 5 , and Hf0 2 (col. 7, lines 5-8).. 

4. Regarding claim 4, Heim et al. show the disk drive write head includes a read 
head (see Figure 4). 

5. Regarding claim 5, Heim et al. show a disk drive write head comprising: 
a bottom pole 1 52; 
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a first insulation layer 11 on said bottom pole 152; 

a coil 146 on said first insulation layer 11 ; 

a photoresist insulation layer 12 on said coil 146; 

an insulation shell layer 13 on said photoresist insulation layer 12; and 

a top pole 154 on said write gap layer 76 (see Figure 13). 

6. Regarding claim 7, Heim et al. teach an insulation shell layer is formed from 
materials chosen from the group consisting of dielectric materials, Al 2 0 3> AIN, AION, 
Si0 2 , Si 3 N 4 , Ta 2 0 5 , and Hf0 2 (col. 7, lines 5-8). 

7. Regarding claim 8, Heim et al show the disk drive write head includes a read 
head (see Figure 4). 

8. With regard to claims 2 and 6, the limitation of claims 2 and 6 specifying that "the 
insulation layer being formed by a process chosen from the group consisting of Physical 
Vapor Deposition (PVD), sputter deposition, ion beam deposition, Chemical Vapor 
Deposition (CVD), plasma enhanced Chemical Vapor Deposition (PECVD), Low 
Pressure Chemical Vapor Deposition (LPCVD) and Atomic Layer Chemical Vapor 
Deposition (ALCVD)" is a process step in a product claim. A "product by process" claim 
is directed to the product per se, no matter how it is actually made, In re Hirao, 190 
USPQ 15 at 17 (footnote 3). See also In re Brown, 173 USPQ 685; In re Luck, 177 
USPQ 523; In re Fessman, 180 USPQ 324; In re Avery, 186 USPQ 161; In re 
Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal with this issue); In re Marosi et 
al, 218 USPQ 289; and particularly In re Thorpe, 227 USPQ 964, all of which make it 
clear that it is the patentability of the final product per se which must be determined in a 
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"product by process claim, and not the patentability of the process, and that an old or 
obvious product produced by a new method is not patentable as a product, whether 
claimed in "product by process" claims or not. Hence, since Applicant has not 
demonstrated that the resulting product is any different by the process of "forming by a 
process chosen from the group consisting of Physical Vapor Deposition (PVD), sputter 
deposition, ion beam deposition, Chemical Vapor Deposition (CVD), plasma enhanced 
Chemical Vapor Deposition (PECVD), Low Pressure Chemical Vapor Deposition 
(LPCVD) and Atomic Layer Chemical Vapor Deposition (ALCVD)", the process step 
does not distinguish over the prior art as applied, supra, 

9. Regarding claim 17, Heim et al. show a computer disk drive (see Figure 1) 
having a write head 141 which includes a coil 146 and a photoresist insulation layer 12 
on the coil, comprising: 

an insulation shell layer 13 on said photoresist insulation layer 12 (see Figure 13). 

10. Regarding claim 18, Heim et al. show a top pole 154, which is formed on said 
insulation shell layer 13 (see Figure 13). 

11. Regarding claim 19, Heim et al. show a write gap 76 on an insulation shell layer 
11; and a top pole 154,on said write gap layer 76 (see Figure 13). 
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Response to Arguments 

11. Applicant's arguments filed 4/25/2003 have been fully considered but they are 

not persuasive: 

• Applicant asserts on page 3: 

"Applicant respectfully asserts that there are several inaccuracies in the 
this statement In referring to the cited Figure 13 (Prior Art) of Heim, in 
col.8, lines 46-47, insulation layers 11 142, 12 148, and 13 150 are cited as 
The insulation layers 142, 148, and 150 are constructed of hardbaked 
photoresist ' Thus the prior art cited in Figure 13 of Heim does not include 
an insulation shell, as that term is used in the present application, formed 
on the photoresist layer" 

The Examiner maintains Heim et al. '644 teach a bottom pole 152; a write gap 
layer 76 on said bottom pole 152; a coil 146 on said write gap layer 76; a photoresist 
insulation layer 12 on said coil 146; an insulation shell layer 13 on said photoresist 
insulation layer 12; and a top pole 154 on said insulation shell layer 13 (see Figure 13). 

As noted in MPEP §2111, during patent examination, claims are given their 
broadest reasonable interpretation consistent with the specification. It is proper to use 
the specification to interpret what the applicant meant by a word or phrase recited in the 
claim. However, it is not proper to read limitations appearing in the specification into 
the claim when these limitations are not recited in the claim. See In re Paulsen, 30 F.3d 
1475, 1480, 31 USPQ 2d 1671, 1674 (Fed. Cir. 1994); Intervet America Inc. v. Kee-Vet 
Lab Inc., 887 F.2d 1050, 1053, 12 USPQ 2d 1474, 1476 (Fed. Cir. 1989). 

Words of the claim are generally given their ordinary and customary meaning, 
unless it appears from the written description that the applicant used them differently. 
Where an applicant chooses to be his or her own lexicographer and defines terms with 
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special meanings, he or she must set out the special definition explicitly, with 
"reasonable clarity, deliberateness, and precision" in the disclosure to give one of 
ordinary skill in the art notice of change. See Teleflex Inc. v. Ficosa North America 
Corp., 299 F. 3d 1313, 1325, 63 USPQ 2d 1374, 1381 (Fed. Cir. 2002), Rexnord Corp. 
v. Laitram Corp., 274 F. 3d 1336, 1342, 60 USPQ 2d 1851, 1854 (Fed. Cir. 2001), and 
MPEP §21 11.01. 

In this case, no special definition of "insulation sheir has been set forth in the 
written description and the rejection of claims 1, 5 and 17 is upheld. 

Conclusion 

12. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher R. Beacham whose telephone number is 
(703) 605-4256. The examiner can normally be reached on M-F, 8: 00 am-5: 30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Korzuch can be reached on (703) 305-6137. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9314 for regular communications and (703) 872-9314 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 306- 
0377. 




Christopher R. Beacham 
Patent Examiner 



Art Unit 2653 
June 29, 2003 
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